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RESPONSE UNDER 37 CFR ftl.l 16 
EXPEDITED PROCEDURE 
EXAMINIXG GftOtrP 1631 



IN THE UNTTET) STATES PATEXT AND IRADLMARK OFFICE 

Til j-t3 Lhw A[-i plica lion of 



Filed: Juii€ 16, 2000 

For: HIGH THROUGHPUT SCREENIwa \'THTHOD AND SYSTRM 

REQUiesr FOR UECONSlDliKAnON UMJER 37 C.F.R. §1,116 

Mail StopAF 
Commissioner for Patents 
P.O. Box 1450 
Alcxpn^lrip, VA 223 13-1450 



Cluhny 1 to 12 mvi 16 to 21 uie penUing. An August 10, 2U04 Finul Rejection 
rejects clmms 1 io 12 and 16 to 21 under 35 U S.C, §112, first pjirafitraph, 35 U.S.C. 
§112, second parasraph aiid 35 US,C. §103(a). Reconsideration is requested for the 
following reasoiifi. 

L 35 t .S,C. 112, FIRST PARAGRAPH RjejECTJON 

Claims 1 to 12 and 1 <5 to 2 1 were iqcctcd uiidcr 35 U.S.C. § 1 12, first parngraph 

The August 10, 2004 t-'inal Rejection states that ''Araendmont of including 
"catfllyiic turnover nwiiber" is considered NEW MTTER," August 10. 2004 Final 
Rejection page 3. Furtlier, the FiuM Rejection states: 

fThe term "catalyfit turnover number'*] was not dBscnbed in the 
6[iecii'icatiori in swcli rt way as to teajsotmbly convey to one sVilled in 

LhtJ lulovynl vxl thuL ibo inveiiLciCt)), ut Uie tinit? lUe upplicalion ^v^lfi 
filed, hud pO!*sessiun of the claimed invention 

August lOt 2004 Final Rejccticm, page 2. 



ApplEc^ionNo.: 09/595,005 



CAWSE et al. 



Group Art Unit: 1631 
IIx3in;n,9r; Chinning M5ih;ita]i 



Sir: 
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35 L\S.C, §112, first paragraph states lhal **ihti specification shflll contain a 
Wfiiren description of the invent io;»-. flud of Lhc muimpr and process of Qiaking and using 
it ... to enshlc any pi^rmm af^Hcd in The art... to make and use the s&jnc,.." (emphafiis 

The l^mi "catalyst turnover number' is well luiown to one skilled in iho art as 
evidenced by ihc attached list nf 335 pat<?uls iJf?in^ I he term. Pearson ct &L U.S. 
0f2Mfi]9 k attached and is represejilaLive of the mcny U.S. and foreign patent 
p^bli cation fi I.UiU uae Hnd describe the term '^catalyst turnover nitniber/' The teriTi 
"ctiUiiyst turnover number" is well known to one sldllcd in the orl as evidenced by the 
attached Hayashi et al. December 24, 1999 article and Mufihim? et a*. 1994 article. 
Thc5C tic lea are itprcBcntativo of many On ogle Tiiicovcred referencBS that use and 
define the tei in, 

The Leima "tatulyst turnover nutubcr" and "turnover number" and the TON 
abbrevifition ore defined at the Specification page 1 4, lines 1 7 to 20 and are exemplified 
in 55 mns of Example 5 at specification page 15 and in the succeeding fielectinn and by 
runs by tlie last paragraph 0»l page 15 tu Ihic pa^e 16 Hnd bne 25, page 16 to page 17, 
lint? 2 uftlie iipetonuutiun. 

The August 10, 2004 Final Rejection foils to indicate in what inanner a term as 
well documented 35 known in the art aud as extensively de^wri bed and exemplified in Hio 
specification fails to meet the requirements of 35 U.S.C. i 12, fu&t piiruyrnph. 'I'o this 
extent, the 35 U.S.C. §112, Iiri;t p:iragruph rejection is unproper examination and an 
improper final rejection. '' 

1 The MPEP 2271 states: 

.... The ground !i of rejwlion must (in the final lejection) be clearly 
developed ra such an extent thai the patent owner may readily judge tlie 
advisability ot an (ippiifll 

FLirthcr337 C.r.R. § 1,104 entitled ''NatureofExaminiition"picividcfithat"rtlhe 
examiner's action will be complete as to all niJitteTc — 

2 
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n. 35 U.S.C. 112, SKCOIMD PARAGRAPH REJECTION 

Claims 1 to 12 and 16 to 21 were r^ected under 35 U.S.C. §112, second 
paragraph. 

Wilh rtjsptici lu tt;tj specifiration riefiiiition of "catnlyst rumovcr nuHiber/' the 
Fixiiil Rtyecliori states tlial: 

yiiiec the laii^/uage "catalytic tiuiiover uiniiberj; appeafs to l>e stated in 
the sitemative fomi (i.e. "or") it ir unclear if AiiiTlicsnt^i intend snch 
language "catalytic tui [i0vtr numljcr" to be defined 35 ouly "IhenumbBr 
of ninlcfj of aroinatic c-ailianateprDducecl per moltJ urPulludium ciUulyyt 
charged" or sdhih other tit^^milion or culculution, wherein no furtlier 
infornlationia disclobed,, 

August 1 0, 2004 Final Rejection, page 4. 

Applicant helicvci th:Tr the FTO i? firguiiig that the altcnialivD conjunctiou "or" 
nrnkiss (ho deCiniliuti ofuululy^l turnover number luicleur or IhaL the dtsfuiition of cHluJysl 
turtiov^f number indie &tod at pagua 14-15, linoa \9 and 1^3 is rcstriotcd to "moles of 
aromatic carbonate produced per mole of Palladium catalyst charged" However, J5 
U.S.C. §l]2p second narafiiaoh only teauiies that die claims resd in licht of the 
spacifi cation apprise one "pVilled in the art" of the f;coj>e of the hiventinn. Hyhtiuir.h w 
Monocloital AnifboiJies, Int\, 802 R2d 1367, 1387, 231 USPQ 81, 94. 95 {Fed. Cir. 
1986X cert, denied 480 US 947 (19i>7). TON pnay hfivo g^nerig/^pecies meanings 
depending oji context. (Otlienvise generic claims would be prohibited.) 35 U-S.C, § 1 1 2, 
second paragraph does not prohibit the use of broad. The claims are defirute to one 
plcillad in the art. The reiection of clainifi I to 12 and 16 to 21 under 35 U.S.C. §112, 
second paraginph should bia wilhdi^wr. 

IIL 35 U.S,C, 103(a) BJEJECTION 

Claims 1 to 12 and 1 C to 21 were rejected under 35 U.S.C. § 103(a) over Cong ct 
unii Bruwxi ci al. itud LJinuxj^b 1 io 12 nxiU 16 to 21 woio iajci::(cc1 35 U.S.C. 

8 103(a) over Nan et al. and Brown al. 

3 
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Applicant's May 24 Aiuetidnieni pointed out that: 

.... the reference*! have no Itk n\ Leu Tfeichiag Uiai woultl Imvc led uny 
skilled in ihe &tl lt» OOiubmc iLe vur ioiu* Cung el a I., Brown et al. aiid Nan 
d ui. ttachings. See In re Lee, 277 R3d 133«, 61 USPQ 2d 1430, (Fed, 
CiT. 2002). BrowT) docs not relate to discovery of catalysts. One skilled 
in the art would noT have been led to "executing a genetic algorithm 
based on" a ''oatalyst turnover number" to combinatorially select a best 
catalyst system by a teaching that docs not mention catalysis (Brown et 
al.). This Is particularly 6o In th& unpredictable field of catalytic 
chemistry. See In re MormcchU 439 F-2d 220. 223-24, 1 fi9 USPQ 3ri7, 
3tS9-70(CCPA 1971). 

May 24 Amendment, page 9. 

In re&ponge, the V^'msA Rejection first acknowledges at pageS that . .Brown et al. 
docs not specifically direct the describcsd method of designing combinatorial library 
inixTdics...," Then puipoptctity in i espouse t^^ In rc Lc-f. rcquircmciit'ij i>t^P; 

Brown ct al. doc3 diAcloac: 1) the apiplicaiion of the tncthod to the 
optimization of any number of physical or other propertitrs of the 
combinatorial Whmy (catalytic property, catalytic turnover number, 
LalidB, etc; Abslipctj ^ind pfigcft 2305-21OR)...and 2) indicates the 
yuccrissful application of geuelic algoriHiras to 3 wide rnrige of problems 
in both fhemicut und non~cheniic;al domains. 

This charactcdzatiou of the Brown ct ah teaching is incDrrect. Nowhere does 
Brov.'n et al. mention "catalytic property, catalytic turnover number, haiidc etc." The 
] cfcreiice io the Biwrt et al. al)stract to "my propeity" has to do with ^'propeilies of the 
librm-y ' '1 he library is m dxt^y of syiittieslzedpjrodncts, The meaning of "properties: is 
not thai Brown et al. is applicable to discovering a L-alalyyi; only ihal the Brown et al. 

is applioablo to impvoviug a,ny pr^porty of the product of ih^^ Urowii wi nl. 

Fnitlier, Applicant has been unable to identify' a teaching of Brown et al. that 
"indicatea the juiccessfiil appJicaliun of geuelic iilgorilhius to a wide rpiige of pmblcm>i in 
both chemical and non-'Clicniical domains." Ln accord wiUi Uiw and prMcticc, tlie FTO is 
requested to identify the language in Brown ct al. that purponedly teaches or suggests 
"tlie 5uee«fl3£al apptioation of ^onctio algorithnia to a wide* mngg of problems in both 
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chwuiciil Lind non-chemical domainSj" or withdraw the rejection. See 37 CFR 1.104 
entitled ''KEitiuc of cxeraination" and In re Rifckaen, 28 USPQ2d 1955, (Fed. Cir. 
1993) A 

The f i nal ReJ eci'ioii Jj^ili lu uddress tlie tjLiestioii; why would one skilled in the Oft 
be led xq tnjmbine the various Cong et al., Brown cl al. and Nan et al. teacliiiigs? See In 
r^.Ue,271 K3d 133S, 61 USPQ2d 1430, (Fed. Cir. 2002). Browner al. docs not relate 
to discovery ol catalysts. One skilled in the ait would not have been led to "executing a 
genetic algorithm based on" a "catalyst turnover niimbei'" to conibitiatnrially select a best 
catalyfit system by a teaching that cine 5 not nientioil caltilysifi (Brown el til.), diis is 
I>ar1 icularly so in the unpie Jit table field of cutulytic chemistry, iiee In re Mafzocchi, 439 
F.2<1 220, 223-24, \tS> USPQ 367, 3*53-70 (CC?A 1971). 

Furdier, ApplicQnt's May 24 Amendment pointed out that: 

... eveji if improperly combined, the reference s do rioL tench or suggest 
'*exBCLiling a genetic algorjUnn based on" a "catalyst turnover number.^' 
'1 he references do not establish a prima facie case of obviousness. 6tc In 
re Oetiker, 911 F.2d 1443, 24 USFQ2d 1443 (fed. Cir. 1992). 

May 24 Amendmentj^ page 9. 

Tlie Finn I Rejeclion dok>a not respond to this argument. The Fjna] Rejection 
should be wididrawn and the cla uiia allowed or another office action issued to addresses 
all Applicant's arguincnt$, 

For these reasons, the rejecliona of chums 1 Lo 12 and 1 6 to 21 under 35 U.S.C. 
§103(!i) over Cong et al. and Biown ct al, and claims 1 to 12 und 16 to 21 under 35 
L.S.C. 5103(a) over Nan ct al. and Brown ct al. should be withdrawn. 

IV. PREMATimE FINAL RE JECTfON 



3 y WJhen the PTO cv33erta that th^ro is an oxplicit or implicit tc&ohing or siiggcffrion 
ui the prior flrtj it must indicate where such a teaching or suggestion appears in the 
reference..,." In reRifckaeri, 28 \JSVQ2d 6'upra at page 1957. 

5 



PAGE 6/37 * RCVD AT 9/7/2004 9:04:1 3 AM [Eastern Daylight Time] * ^ 



Tuesday, September 07, 2004 9:04 AM 



P FREEDIVIAN 703-706-5327 



J'lie FiiiEil Rejection (1) feils to inciicate in what manner "catalyst turnover 
Qurabcr" feils to meet the reqmrcmcnts of 35 U.S.C. § 1 1 2, first para^rapli .■^nd to 
respond to Applicant's argument that even if improperly con^bmecl, Hk? lofcrencw s do not 
teach or suggeflt "executing a genetic algoriilunbiiye<j on" a "catalyst timovcr number." 
The ( efcicucc?! dci nol cbtn Wish h prima facie case ot'obvJousncsa, See In rC Oetiker, 977 
F.2d 1443,24 U$PQ2U 1443 (i^ed. Cir. W)2y 

MPEP 2271 states: 

[n making the fuial lejeoltcin, all uulaUmding grounds qf rejuction of 
l ecord should be ctirtsfuliy reviewed and Rny gi"0\inds or rejection relied 
on ahoLiid be reiterated. The grounds of rejection must (ia the final 
rejection) be clearly developed to such an extent that the patent owner 
may readily judge the advisability of an appeal. . . . [T]he final rejeci ion, . . 
should include a rebuttal of any arsumcntx raised in the patt^rit (jwner's 
respome. (Emphasis added,) 

37 C.F.R. 5 1 . n 3 entitled "Fhial rejecdoii OrnLliun" provides Ihat tlie examiner 
ahall repeal ur ylute tiH grounds of rejection then considered appUcablc to iHe cls^ims in 
the appJigaUon, clearly stating the reasons in support thereof . (Emphasis added.) 

.^7 rj-Ti.R. § t.J04 eft1.iU«d "NtttMrc uf ExninintiKcn" provides that *'[tJho 

cTcaiiijrici's action will be coiuplelti an Lu ull mutters...." 

Applicant requests the PTO to withdraw the present Office Action and to either 
allow the claims or issue a complete office Extion, refitarting tlie per j<xl for response to 
addrefifi (1 ) the PTO fiiniii-e to Indicate In what nmtuier "catidyat lumover number" ftiils 
lo ineel die requirements of 35 U.S.C. §112, first paragiaph and (2).thc PTO failure to 
rebpoad to Applioant'e nrgnmoijt thflt 0 wn if improperly conibinedp the reference s do not 
teach or suggest "executing a genetic algorithm based on" a '^catalyst turnover number." 
The references do not esiablish a prima facie case of obviousiTess In this respect, 
Applicants include with this Aincndmcnt, an N-TPEP 70fi.07(c) AND MPRP 706.07(d) 
REQUEST TO WITHDRAW FINAL REJECTiON addressed Lo the Supervisory 
Prtniory Examiner. Tliis REQUES'l' in iUed pursuant to MPEP 706,07(c) and MPEP 
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706.07(d) as prerequisite to a Petition to the Conunissioner of Patents. 

V. CONCLUSION 

In viQw of the foregoing {nucudracnts md remarks, it is respectfully submitted 
that claims 1 to 12 and 16 to 21 aie allowable. Reconsiderntioti and allowance are 



fihould tl»c Fxa mt ner bBlieve that any ftiitUer Action is uecessary in grjer Ig pluce 
Lhi» HpplioHlion in wndition for allowunca^ he is lequejted tq contact the undersigned Rt 
the telephone iiuinbcr listed below. 



Respectfully subniitteri. 



Philip D. FreedmajQ 
Reg. No. 24,163 
Philip D. Freedman PC 
Customer N\unbcj* 25 10 1 
P.O. Box iy076 
Alcxandrifl. Virginia 22320 
(703)313-0171 
Email: tckc3q@tokcsq,eojiT 



Alexandria, Virginia 



requested. 




O '^Sq^P .2004 
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RESPONSE UNDER 37 CFR §L11 6 
EXPEDITED PROCEDURE 
EXAMINING GROUP 1631 

IN THE UNITED STATES PATENT AND TRADFMATIK OFFICE 



In re the Applicfition oC 

CAWSE el al. Group Art Unit: 1 63 1 

AppliuatioQ No.: 09/51)5,005 Examiner: Clmnaing S. Mahatan 

Filed: June 16,2000 

For: HIGH THROUGHPUT SCREENTNG METHOD AND SYSTRM 

MPEP 706.07(c) AND MPEF 706.07fil) RJiQUJfclSX lO WTIHDRAW FINAL 

RFJECTION 

Moil Stop AF 
CommisisioncT for Pateni^ 
P.O. Box 1450 
Al^^tandri^.VA 22313-1450 

Sir: 

The Primacy Exaniiuer is requested to withdraw the July 9, 2004 Pinal Rejection 
for the following reasons: 

1 . ni.iirns 1 to 12 and 16 to 21 are pending 

2. An August 10, 2004 Final Rejection rejecte<i claims 1 to 1 2 and 1 6 to 2 1 
under 35 U.S.C. §112, first paragraph, 35 U.S.C. §112, second parafiraph nnd 35 tJ.S.C. 

3 . The August 1 0, 21J04 Final Rej ectioii (1 ) fails to indicate in what Tnnnncr 
"catalyst turnover number" fails to meet tlxc rcquircnicnTS of 35 U.S.C. §112, first 
paragraph and (2).fails to rcspoud to Applicant's argnineut that even if improperly 
combined, ihc reference s do not teach or suggest "executing a genetic algorithm based 
ou" a '"cnlalyst tmiiover nninber.'* Tlie referencaa do not Kjlablish a prirnn facie case of 
obvitmsntjas. 

1 
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4. The MPEP 2271 states: 

.... T}\e grounds of rejecliou must (in ihe HnuJ rejection) be clearly 
devtilyped Lo yucb nn ex tent that the potent owner may readily judge tlic 
advisability of an appeal 

5. Fulthci-, 37 C.r.R. § 1 . 1 04 en tttlea "Nature of Exaiiiiiiation" provides tt^at 
"[t]he examiner's action v^U ht complete as to all matters.../' 

6. Tilt; August lOj 20D4 Finul Rejeelionis Incomplete with respect to (I) and 
(2), above. 

7. The August 10, 2004 Final Reiection ik premature and fihnuld be 
withdrawn. 

y. This Request to Witlidraw the FitiJil R^ection is tiled pursunnt to MPEP 

706.07(c) atid MPEP 706.07(d) aa prcrcqiilslie to Peililon lo ihe Cormnissloiier of 
Patents. 
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Applicatioi: No. 09/595,005 KD-27'H2 2 



Applicants re6j.ic<;trully request the PTO to withdraw the July 9, 2004 Fjunl 
Rejection, allow the lipplicmion or reissue a non- fiiin I ofiico action, restarting the period 

fen rospor^sc. 



Uespcctfiilly submitted, 





lip Difieedman 
Reg. Nt/24,163 
Philip D. FrccdinanPC 
Customer Kuniber 25 It^ 1 
?,0. Box 19076 
Alexandrie, Virginia 22J20 
(703)5t3-n[7l 
Email: tefcesqg lekesq.com 
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